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UNITED STATES CIRCUIT COURT OF APPEALS 


HucueEs, et al. v. ALFRED H. Smiru Co. 
ALFRED H. SmitrH Co. v. HuGHEs, et al. 


(209 Fed. Rep., 37.) 
Second Circuit, November 11, 1913 


. NAME OF PATENTED ARTICLE—PUBLIC PROPERTY. 

The name applied in the United States to a patented article by a 
mere dealer, under an exclusive license for the sale thereof in this 
country and shown to have become indicative here of the goods of 
the dealer during more than ten years’ use prior to the trade-mark 
act of 1905, is properly registered as the trade-mark of the dealer, 
under the ten-year clause of the act. 

. DescriptivE TERM—“IDEAL.” 

It seems that the word “Ideal” is not descriptive but even if it is, 
it is properly registrable under the ten-year clause of the trade-mark 
act. 

. CERTIFICATE OF REGISTRATION—EFFECT AS EVIDENCE. 

The certificate of registration of a mark is prima facie evidence 
of compliance with the’ requirements of the statute. The burden of 
showing noncompliance is on the person asserting it. 

. NAME oF Patented ArticLE—Use on OTHER Goons. 

The rule in the Singer case does not apply where the patented ar- 
ticle was sold under several different marks. None of them, under 
those circumstances could become the “identifying and generic name 
of the thing patented.” 


Appeal from a decree of the district court of the United 
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States for the southern district of New York, in favor of com- 
plainant. Affirmed. 
For opinion of the court below, see Reporter, Vol. 3, p. 375. 


J.L,. Stewart, Sidney R. Perry, and Francis X. Brosnan, all 
of New York City, for appellant. 

Otto Horwitz, of New York City, Frank C. Curtis, of 
Jamestown, N. Y., and WV. J. Rosenstein, of New York 
City, for appellee. 


Sefore LAcoMBE, Coxe and Warp, circuit judges. 


PER CurtIAM.—Judge Ray has exhaustively narrated the 
facts upon which both sides rely; reference may be had to 
his opinion for the details of the transaction [205 Fed. Rep., 
302]. In this opinion, unless otherwise indicated the word 
“Pearson” will be used as including the original Pearson and his 
successors and the word “Hughes” will be used as including com- 
plainant’s predecessors in business. 

. On December 21, 1886, Pearson obtained United States letters 
patent, No. 345,583, for a single bristle rubber cushion “hair 
or other brush.” He had already taken out an English patent 
for the same device, so that his American patent expired, prob- 
ably, in 1899. He at once began the manufacture and sale of 
hairbrushes made in conformity to the patent, in England, under 
the name “Very.” In 1888 one Reid and some other of Hughes’ 
predecessors undertook the selling of like brushes in this country. 
Reid had talked with Pearson about the matter and an arrange- 
ment was entered into whereby Pearson was to sell his brushes, 
in the United States, solely to Reid and his associates. It was 
decided that the brushes sold here should be called “Ideal” and 
it is a controverted question of fact, who selected that name. 
Complainant’s evidence tends to show that it was one of his 
predecessors. The widow of the original Pearson testified that 
her husband suggested it to Reid. We do not find her recol- 
lection of a conversation listened to many years before she testi- 
fied especially persuasive; it appears that, whoever suggested 
the word, it was adopted by Reid and his associates and the 
first die for stamping on the handle was made here and sent to 
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Pearson. Subsequently another die—containing the word “Eng- 
land,” in compliance with custom house requirements—was made 
in England. Hughes’ predecessors apparently were not the mere 
consignees or agents of Pearson; they bought the brushes out- 
right and resold them here as a business of their own and they 
had exclusive license for sale of the same in this country. With- 
out rehearsing the evidence we concur with Judge Ray that the 
word “Ideal” was used and understood in this country as in- 
dicating brushes sold by Hughes and his predecessors, not as 
brushes made exclusively by Pearson. Application for a regis- 
tered trade-mark, therefore, accompanied by declaration that it 
had been used ten years in his business, was properly made by 
Hughes. 

We are satisfied that the word “Ideal” so applied to a brush 
is not descriptive and therefore was entitled to registration as a 
trade-mark. But even if it were descriptive, it was in use for 
ten years prior to the passage of the trade-mark act of 1905. It 
would therefore be entitled to registration under our decision 
in Thaddeus Davids Co. v. Davids, 178 Fed., 801; 102 C. C. A., 
249. 

A technical objection is raised to the validity of the registra- 
tion on the ground that it does not appear that the applicant made 
oath to the actual use of the mark as a trade-mark. Neither does 
it appear that he did not make such oath. The certificate of the 
office is sufficient prima facie to indicate compliance with all its 
regulations ; the burden of showing noncompliance is on the per- 
son asserting it. 

Defendant contends that in 1906 the word “Ideal” could not 
have been appropriated by any one as a trade-mark for the rea- 
son that it had been so associated with the patented article as to 
become the “generic name” of the patented article, so that per- 
sons wishing to buy a brush constructed in conformity to the 
specifications of the patent would express their wish by asking 
for the “Ideal.” ‘This contention is based on Singer v. June, 163 
U. S., 169; 16 Sup. Ct., 1002; 41 L. Ed., 118, and similar cases. 
The difficulty with it, however, is that the facts are different 
from those in the Singer case. The only use of the word 
‘Ideal’ was specific, not generic; it was applied to a hairbrush 
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of a particular shape and of a particular grade sold by Hughes’ 
predecessors. Irrespective of what happened in England, the 
testimony shows that during the life of the patent Hughes him- 
self sold here a cheaper grade of the patented brush under the 
mark “Hughes,” also another variety of the patented brush, 
known as military brushes, which were not stamped “Ideal.” 
Brushes in shape exactly like the “Ideal” and “Hughes,” manu- 
factured by Pearson and marked “Very,” were sold in England, 
sent over here by the purchaser, and sold in this market as “Very” 
brushes. Customers who knew and liked the “Hughes” brush, 
or the “Very” brush, and who wished to purchase another, would 
presumably ask for it by the name they knew, “Hughes” or 
“Very.” Purchasers of military brushes would ask for them in 
some way which would indicate that they wanted such brushes 
made in accordance with the patent like those they had bought 
before. Certainly these purchasers would not ask for “Ideal,” 
although it was a brush having the features of the patent, which 
they wanted. Under these circumstances we do not see how it 
can be found that, during the life of the patent the name “Ideal” 
became the “identifying and generic name of the thing patented.” 




























On all other points covered by his opinion we concur gen- 
erally with Judge Ray. 


The decree is affirmed, with costs of this appeal. 








BRITISH-AMERICAN Tosnacco Co., Lrp. v. BritisH-AMERICAN 
Cicar Stores Co. 


Second Circuit 






. UNFAIR CoMPETITION—CORPORATE NAMES. 
The complainant, a British corporation, a manufacturer of tobacco 

products, selling to jobbers and retailers only, but entitled to do a re- 

tail business, and known in the trade throughout the world for ten 

years, may enjoin the use of a near imitation of its corporate name by 

a company, operating a chain of retail cigar stores. 

CoRPORATE NAMES—CONFUSION. 

Damage to complainant may result, not only from the confusion 
of its goods with those of defendant, but from the sale of defendant’s 
bonds or stocks as complainant’s. 

3. CorPoRATE NAME—DECEPTIVE NAME. 
A name adopted in imitation of that of an earlier corporation and 


to 
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false and misleading as applied to the later company is itself a badge 
of fraud, and an evidence of intent to compete unfairly. 


On appeal from the decree of the district court of the United 
States, southern district of New York, dismissing the bill of com- 
plaint. 


For opinion of the court below, see Reporter, Vol. 3, p. 495. 


DeLancey Nicoll and Thomas S. Fuller, for complainant- 
appellant. 

Kearney & Dickinson and Carroll G. Walter, for defend- 
ant-appellee. 


Before LAcoMBE, Coxe and RocErs, circuit judges. 


Coxe, J—The question presented by this appeal is whether 
or not the complaint states a cause of action. 

The complainant is a British corporation, engaged in grow- 
ing and manufacturing tobacco and dealing in tobacco, cigars, 
cigarettes and snuff in England, America and elsewhere. It is 
authorized by its charter to buy, sell, grow, import and export 
tobacco, in all its forms, at wholesale and retail. It may organize 
or promote any company to deal in its products. Its business 
has existed since 1902, and has spread to all parts of the world. 
Its principal office is in London and the chief subsidiary office, 
since 1903, has been in New York. Although it has the right to 
sell at retail, it has refrained from doing so because of a wide- 
spread prejudice among retailers against wholesalers who enter 
the retail trade and thus compete with their own customers. For 
these reasons, the complainant, although it has a right to do so, 
has not established a so-called chain of cigar stores or retail 
tobacco stores, as its doing so would greatly offend its customers 
and induce them to withdraw their trade. 

The complainant further alleges that the defendant is a cor- 
poration recently organized in New Jersey, having no connection 
with Great Britain, and no inherent right to use the words 
“British-American” in connection with its name “British-Ameri- 
can Cigar Stores Company.” It is alleged that the defendant 
has established a chain of cigar stores which it purposes to ex- 
tend in the future, and that its conduct has already caused great 
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confusion and uncertainty in the tobacco trade, and has been 
widely discussed in the trade journals inducing many interested 
persons to believe that the complainant is to engage clandestinely 
in the retail tobacco trade and is in competition with its own 
customers and intends to establish a retail business throughout 
this country. It is asserted further that the widespread belief 
thus engendered by the defendant’s use of the complainant’s 
name has been, and will continue to be, a great injury to the 
complainant, and will impair its credit and good name and will 
enable the defendant to secure trade and credit under the belief 
that its stores are operated by or under the patronage of the 
complainant. 

In short, without further entering into details, the con- 
tention of the complainant is as follows: 

First: That it has for eleven years been engaged in the 
tobacco business throughout the world, and has established an 
enviable reputation for financial responsibility and honorable 
dealing under the name British-American. 

Seconp: That the defendant arbitrarily and without right 
has appropriated complainant’s name, which is exclusively asso- 
ciated in the tobacco business with the products of the com- 
plainant. 

Turirp: That the defendant is a New Jersey corporation, 
with no business in England or anywhere else to warrant the 
use of the name British. 

FourtH: That during the year the defendant has been 
operating, the use of the name British-American has caused great 
confusion and will continue to cause confusion in the future. 

FirtH: That the purchasing public, having knowledge of 
complainant’s goods and desiring to procure them, will, misled 
by the name, take the defendant’s goods instead. 

Sixt: If the defendant’s goods are inferior in quality, 
the complainant’s reputation will be seriously impaired, as the 
public will draw the inference that complainant’s output is de- 
teriorating in quality. 

SEVENTH: That should the complainant, at any time in the 
future desire to establish a chain of cigar stores, it may find the 
field entirely occupied by the defendant. 
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We can not resist the conclusion that the complainant states 
a case of unfair competition. Unfair to the complainant because 
the use of its name may induce the thoughtless purchaser, anxious 
to secure its product, to take the defendant’s instead, and unfair 
to the public because they may be induced to purchase not only 
the defendant’s goods, but also its bonds and stocks, believing 
that they are issued by a corporation organized by or connected 
with the complainant. 

There can be no pretence that the defendant is in any way 
connected with the complainant or any other British company, 
or the word British is descriptive of the product, its method or 
its incorporators. We are unable to discover any valid or even 
a plausible reason for its adoption, unless it was to accomplish 
the object alleged in the complaint. If the object of the de- 
fendant were to sell its goods and securities upon their merits, 
what possible motive could it have had in choosing a name which 
had been pre-empted in the tobacco trade for ten years? We 
can think of none. If, on the other hand, the object were to 
induce the unthinking public to believe that the defendant was 
connected with the great British-American Company, with its 
boundless resources and a decade of successful business behind 
it, the defendant’s conduct was perfectly natural. 

To change the defendant’s name can injure no one, to re- 
tain it may mislead the public, confuse the trade, and seriously 
injure the complainant’s business. When such an alternative 
presents itself, the duty of a court of equity is plain—viz., to stop 
the unfair proceeding im limine. We think that the use of a 
name which is not descriptive of the defendant, which is not 
true in fact, and which the defendant has no inherent right to ap- 
propriate, may mislead the public in the sale of its products and 
securities and injure the business and credit of the complain- 
ant. If the defendant intends to deal fairly, it can do no harm to 
change its name; if it intends to use the name unfairly, it should 
be compelled to change it. 


The words “British-American” may be geographical or 
political, but in this controversy they have acquired a secondary 
meaning; they have been irrevocably associated with a large 
tobacco corporation for a decade, and any other tobacco com- 
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pany with the same name is sure to be associated in the public 
mind with the elder company and is sure to reap such benefits 
as accrue from such association. 



















If there were any valid reason for adopting the name, or 
if the business were other than tobacco, there might be some 
reason for the defendant’s action, but no honest reason can be 
suggested for appropriating the name of the old and long estab- 
lished company. In the absence of any plausible explanation, 
we have a right to assume that the reason was to secure the ad- 
vantage which would result from a supposed connection with the 
well-known company. 

The case of Borden’s Ice Cream Co. v. Borden's Condensed 
Milk Co., 201 Fed. Rep., 510 [Reporter, Vol. 3, p. 80], can be 
readily distinguished on the facts; but assuming that it applies, 
we think the preponderance of authority sustains the conclusion 
we have reached (Elgin Nat. IVatch Co. v. Loveland, 132 Fed. 
Rep., 41; Cole v. American Cement Co., 130 Fed. Rep., 703; 
Metropolitan Telegraph & Telephone Co. v. Met. Tel. & Tel. 
Co., 156 App. Div., 577 [Reporter, Vol. 3, p. 221] ; Florence Mfa. 
Co. v. Dowd, 178 Fed. Rep., 73). 


The decree is reversed with costs. 


UNITED STATES DISTRICT COURT 













NoTASEME HostEry Co. v. Straus, ef al. 


(209 Fed. Rep., 495.) 
Southern District of New York. 


UNFAIR COMPETITION—ACCOUNTING. 

An innocent imitation of the label of another becomes fraudulent, 
when persisted in after due notice of the imitation, and makes the 
wrongdoer liable to account for profits, after the expiration of a rea- 
sonable time in which to acquaint himself with the facts. 


On report of special master, allowing complainant profits of 
unfair competition. Report confirmed as modified. 

For opinion of the circuit court of appeal, reversing decree 
in defendant’s favor, see Reporter, Vol. 3, p. 87. 
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wa 


James M. Griffin, of New York City (Robert M. Barr and 
E. Hayward Fairbanks, both of Philadelphia, Pa., of 
counsel), for plaintiff. 

Wise & Seligsberg, of New York City (Edmond S. Wise, of 
New York City, of counsel), for defendants. 


LACOMBE, Circuit Judge-——The court of appeals was clearly 
of the opinion that a case of unfair competition had been made 
out. The two names “Notaseme” and “Irontex” are wholly dis- 


similar, but mere inspection of the two labels with their panels 
and contrasting colors showed quite satisfactorily that the de- 
signer of the later label tried to make it so nearly like the earlier 
one that it would be likely to deceive purchasers. So close a copy 
of an earlier design is not often seen; manifestly it was not acci- 
dentally produced, it was devised with some intelligent purpose, 
and there is no evidence which would warrant the conclusion 
that such purpose was other than that which the court of appeals 
has found, vis., an attempt to compete unfairly with the owner 
of the earlier label. 

This is not a case of the use of a man’s own name, which 
use may incidentally lead persons to suppose that his wares are 
those they have always associated with another dealer having the 
same name. There has been a carefully planned and deliberate 
attempt to simulate successfully the dress or earmark of another’s 
goods. 

That constitutes a fraudulent intent, and, when there is such 
a plain intent, the authorities, as I understand them, allow com- 
plainant to recover profits as he would in an ordinary registered 
trade-mark case. 


It does appear, however, from the record, that defendants 
were not concerned in the original concoction of the label. They 
sent to a designer in Philadelphia, who, as it happened, had been 
the one who designed complainant’s label, to get up a label for 
them. When they received his design and commenced to sell their 
own goods under it, they had not seen complainant’s label. Dur- 
ing the period when they sold their goods in ignorance of the fact 
that the label they were using designedly simulated that of com- 
plainant, it can not be held that they had any fraudulent or un- 
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fair intent; and intent is essential in case of unfair competition. 
By the latter part of 1909, however, they were advised of the 
situation and learned of complainant’s label. The fact that there- 
after, instead of discontinuing the use of the simulating label, 
they continued to sell their own goods under it, sufficiently shows 
that at that time they deliberately, intelligently, and knowingly 
decided to enter into unfair competition with the complainant. 
For the consequences of that decision, they should respond, al- 
lowing a brief period for them to advise themselves as to the facts 
and to change the design of their own label. January 1, IgIo, 
may be taken as the date from which they should account for 


profits. So much of the profits as accrued prior to that date 
should be disallowed. 


I see no reason why the profits for the period between orig- 
inal decision in district court and its reversal should also be 
eliminated. Appeal was promptly taken, and defendants took 
their chance of the result. 


With the modification above indicated of the master’s find- 
ing as to the amount of the profits, his report is confirmed. 


BEN Levy Co. v. TETLOw. 
(209 Fed. Rep., 139.) 
Eastern District of Pennsylvania, Nov. 28, 1913. 


UNFAIR COMPETITION—PRELIMINARY INJUNCTION. 

On an application for preliminary injunction based on similarity 
of packages, the trade-marks being distinctly different, the character 
of the goods and the class of purchasers habitually using them is im- 
portant. In the case of a face powder, there being no evidence that 
purchasers relied on the general appearance of the package and not 
on the name, and no evidence of actual deception, an injunction should 
be denied. 


In equity. On motion for a preliminary injunction. De- 
nied. 


Arthur V. Briesen, of New York City, and Henry P. Brown, 
of Philadelphia, Pa., for complainant. 
Augustus B. Stoughton, of Philadelphia, Pa., for defendant. 





x 


BEN LEVY CO. Vv. TETLOW 


cn 
on 


TuHompson, District Judge—lIn the state of uncertainty dis- 
closed by the fecord upon the present motion, a preliminary in- 
junction must be denied. ‘The similarity in size and shape of 
the boxes used by the defendant in packing her powder to those 
of the plaintiff can not be doubted, but without more that would 
not entitle the plaintiff to the relief asked for. The plaintiff 
relies, in connection with the similarity in the boxes, upon the 
similarity in design, ornamentation, and manner of labeling and 
lettering the boxes. There is a similarity in the general appear- 
ance of the packages of the respective parties in these respects, 
but there is so much substantial difference in the details that a 
careful purchaser, familiar with the plaintiff's powder, would not 
be misled into purchasing that of the defendant. There can be 
no risk of deception as to purchasers buying the plaintiff’s powder 
by name, as the defendant’s trade-names plainly appear upon her 
packages. The question is: Do they bear such resemblance as is 
likely to impose on ordinary purchasers, exercising such care only 
as is commonly used in purchasing such articles? Van Camp 
Packing Co. v. Cruikshanks Bros. Co., 90 Fed., 814, 33 C. C. A., 
280; Pfeiffer v. Wilde (C. C.) 102 Fed., 658. 

There is no evidence to satisfactorily establish a conclusion 
that the ordinary purchaser of face powder relies upon the gen- 
eral appearance of the packages rather than upon the name under 
which the article is sold, and would therefore be misled into pur- 
chasing powder of the defendant upon the reputation of that of 
the plaintiff, and there is no evidence as to any purchaser hav- 
ing been so misled. As stated in the syllabus of the case of 
Fairbank Co. v. Bell Manufacturing Co., 77 Fed., 869, 23 C. C. A. 
554: 


Jt 


“In applying the test recognized by the authorities, namely, the likeli- 
hood of deception of an ‘ordinary purchaser exercising ordinary care,’ 
regard must be had to the class of persons who purchase the particular 
article for consumption, and to the circumstances ordinarily attending 
their purchase.” 


As was said by the supreme court of New York in Morgan 
v. Troxell, manual of trade-mark cases, Cox, case 674: 


“Very broad scene-painting will deceive an ignorant, thoughtless, or 
credulous domestic, looking for an article in common and daily use, and 
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, 


of no particular interest to her personally. The same kind of deception 
would be instantly detected by an intelligent woman of the world, look- 
ing for her favorite perfume, soap, or dentifirice, or by a man of luxurious 
tastes, inquiring for some special brand of champagne.” 

It is not shown with any sufficient degree of certainty whether 
the feminine purchaser of face powder ordinarily relies upon the 
name of her favorite make of this toilet article, or relies entirely 
upon the general appearance of the package. In view of the un- 
certainty of the evidence bearing upon that question, it is un- 
necessary to consider other aspects of the case raised upon the 
defendant’s brief. 


The motion is denied 


CONNECTICUT SUPREME COURT OF ERRORS 
KIMBALL v. HALL. 


(89 Atlantic Rep., 166.) 
December 20, 1913. 


. UNFAIR COMPETITION—FORM OF ADVERTISEMENT. 

Plaintiff advertised his business of cutting and welding metals 
by the oxy-acetylene, or oxy-carbide process, using the phrase “send it 
to Oxy,” and became generally known in the trade and to his custom 
ers as “Oxy.” Defendant put over a like shop on the same street, a 
sign “OXY” Acetylene Welding & Cutting.” Held that such acts con 
stitute unfair competition. 

. UNFAIR COMPETITION—DAMAGES. 

Evidence that plaintiff’s business fell off thirty per cent while de- 
fendant’s sign was up and recovered when it was taken down is prima 
facie evidence of damage and a nonsuit is error. 


On appeal from a judgment of nonsuit, entered in the court 


of common pleas, county of New Haven. Reversed and a new 
trial granted. 


Maximilian von Hoegen and George E. Beers, both of New 
Haven, for appellant. 
L. Erwin Jacobs, of New Haven, for appellee. 


Breacu, J.—The complaint as originally brought included a 


prayer for an injunction, which was afterward withdrawn, and 
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the case tried by the courts as an action for damages. The 
following facts appear in the plaintiff’s case in chief: Plaintiff, 
who was engaged in the jobbing and repairing business of cutting 
and welding metals by the so-called Oxy-Acetylene or Oxy-Car- 
bide process, adopted and used as a form of advertisement the 
catch phrase “send it to Oxy.” He registered the phrase under 
the statute before bringing this action. As the result of using 
this phrase for more than five years on stationery and in other 
forms of advertising, he was generally known in the trade and 
among his customers as “Oxy.” 

The defendant, trading under the name of the New Haven 
Welding Company, was engaged in the same business in compe- 
tition with the plaintiff and occupied a shop on a continuation of 
the same street. In December, 1912, the defendant displayed a 
new sign on the front window of his shop, in the following 
form: 

OXY 
Acetylene 
Welding & 

Cutting 


Coincidently with the appearance of this sign, the plaintiff’s 
business fell off, as shown by his books, and did not recover to 
its former proportions until after the sign was taken down. Some 
of his customers asked him whether he had moved his place of 
business down onto Broadway; others complained of work not 
done by him; and in one instance a customer asked him to re- 
place a piece of work which he mistakenly supposed the plain- 
tiff had done. At the close of the plaintiff's evidence, the trial 
court granted a motion for judgment as of nonsuit on the ground 
that the plaintiff had shown no violation upon the part of the de- 
fendant of any right which the plaintiff might have to the 
use of the word “OXY,” and also on the ground that the plain- 
tiff had proved no damages resulting from such use. We think 
the trial court erred in granting the motion and in refusing to set 
aside the nonsuit. 


The catch phrase “send it to Oxy,” though not a technical 
trade-mark, is a distinctive form of advertisement which had 
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come to be associated with the plaintiff, and he is entitled, as well 
in equity as under the statute, to be protected against any unfair 
appropriation of it by a competitor. The only practical test of 
infringement or unfair appropriation in these cases is to look 
at the actual or probable result of the defendant’s conduct. 

Here the plaintiff’s distinctive form of advertisement takes 
the shape of an invitation to send it to “Oxy,” and the defend- 
ant puts up in his window a sign of which the most prominent 
word is “Oxy” standing by itself and in larger letters than the 
rest of the sign. This is certainly liable to induce persons look- 
ing for “Oxy” to believe that they had found him; and the evi- 
dence indicates that it did have that effect. 

As to the damages, the evidence is that the plaintiff’s credit 
business fell off about fifty per cent during the time while the 
defendant’s sign was displayed and began to recover as soon as 
it was taken down. Perhaps the defendant might have been able 
to show some other efficient cause for this loss of business, or 
that he got none of it. But, standing without contradiction or 
other explanation, the plaintiff's testimony made out a prima facie 
case of actionable wrong and resultant damage. Whether the 
evidence offered any reasonable basis for fixing the amount of 
the plaintiff’s damages is a question which need not be considered. 
It is sufficient in law to support a judgment for nominal damages, 
and the plaintiff was therefore entitled to go to a hearing on the 
merits. 

There is error, and a new trial is granted. 


NEW YORK SUPREME COURT 


Jutrus Kayser & Co. v. ITALIAN SILK UNDERWEAR Co. 
Appellate Division, First Department, February 13, 1014 


1. TRADE-MARK INFRINGEMENT JURISDICTION. 
The courts of the states have jurisdiction, concurrently with those 
of the United States, of a suit to restrain infringement upon a trade- 
mark registered in the United States patent office. 
2. Unrtep States STATUTE—TEN-YEAR CLAUSE. 
The ten-year clause of the federal statute is intended to permit 
the registration and the protection as trade-marks of words in actual 
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and exclusive use during the required period, although not amounting 
to technical trade-marks. 
3. GEOGRAPHICAL ‘TERM—PROTECTION. 

A geographical term that has acquired in the trade a secondary 
significance as indicating the goods of a particular manufacturer is 
entitled to be protected against the competing use thereof by another. 

Appeal from a judgment of the special term, New York 
county, in favor of plaintiff. Affirmed. 
For opinion of the court below, see Reporter, Vol. 3, p. 405. 


Hardy, Stancliffe & Whitaker, Charles J. Hardy, of coun- 
sel (Frederick P. Whitaker, with him on the brief), 
for plaintiff. 

Joshua Haberman, for defendant. 


3efore Georce L. INGRAHAM, P. J., FRANK C. LAUGHLIN, 
JoHN Procror CLARKE, Francis M. Scorr, Henry D. Horcu- 
Kiss, JJ. 


CLARKE, J.—The judgment appealed from adjudges and de- 
crees that “the trade-mark ‘Italian’ (registered by the plaintiff’s 
predecessor in the United States patent office on the 7th day of 
July, 1908, for which a certificate of registration was issued to 
said Julius Kayser & Co., numbered 69817, in the name of the 
United States of America and under the seal of the United States 
patent office, and signed by the commissioner of patent), as ap- 
plied to silk underwear, is a valid trade-mark, is the property 
of plaintiff, Julius Kayser & Co., and said Julius Kayser & Co., 
is, aS against the defendant, entitled to the exclusive use thereof” ; 
and further, “that the use by the defendant, The Italian Silk 
Underwear Co., of its said name ‘Italian Silk Underwear Co.,’ 
is unlawful and constitutes an infringement of the plaintiff’s said 
trade-mark ‘Italian’ and of plaintiff’s property and rights therein, 
and that the defendant, The Italian Silkk Underwear Co., be, and 
it and its officers, servants, agents, and employees hereby are, 
forever restrained from directly or indirectly using its said name 
‘Italian Silk Underwear Co.,’ or any name so similar thereto as to 
be calculated to deceive, in connection with the sale or offering 
for sale of underwear manufactured by the defendant, “The 
Italian Underwear Co.’;” and it is further ordered “that the de- 
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fendant, its officers, servants, agents and employees, be and they 
hereby are forever restrained from engaging in unfair compe- 
tition in trade with the plaintiff, and the defendant, The Italian 
Silk Underwear Co., and its officers, servants, agents and em- 
ployees, hereby are forever restrained from packing, dressing, 
and labeling its underwear in the form and manner complained 
of by the plaintiff in form and manner, or so closely resembling 
the packing, dress and labels of the plaintiff as to be calculated 
to deceive.” 

The court found, as matters of fact, that both plaintiff and 
defendant are engaged in the business of manufacturing and 
selling silk underwear, and plaintiff has been engaged in said 
business for the past twenty years. That plaintiff’s predecessor, 
in the year 1893, adopted, originated, and has since continually 
used the trade-mark “Italian” as applied to silk underwear of its 
manufacture, to indicate the origin thereof, and marketed and 
sold underwear under such trade-mark; that at the time of the 
adoption of said trade-mark no other manufacturer of underwear 
had applied said mark to underwear of his or its manufacture; 
and that the use of said trade-mark, as applied to underwear, 
was used in and understood to be used in a purely fanciful sense ; 
that since the adoption of said trade-mark, the business of manu- 
facturing and selling silk underwear under said mark by plain- 
tiff’s predecessor and plaintiff has constantly increased from $2,- 
000 a year to and in excess of $300,000 a year, and a very large 
business has been built up by them therein in the several states 
and with foreign nations ; and from 1893 to the present time many 
thousands of dollars have been expended in advertising their 
silk underwear under said mark, and said underwear has become 
very popular and well-known to the trade and purchasing public; 
that during the twenty years of the manufacture and sale of 
“Ttalian” silk underwear by plaintiff and its predecessor the name 
“Ttalian” has become so associated with the underwear of Julius 
Kayser & Co., through long continued and exclusive use thereof, 
as to become identified with its product, and the word “Italian,” 
as applied to underwear, signifies to the trade and the purchasing 
public the goods of Julius Kayser & Co., and no other, and said 
name “Italian” has acquired a secondary meaning as identifying 





JULIUS KAYSER & CO. V. ITALIAN SILK UNDERWEAR CO. O! 


the underwear of the manufacture of plaintiff and its predecessor. 

That plaintiff's predecessor made application for the regis- 
tration of said trade-mark to the commissioner of patents, who 
allowed the same and issued a certificate of registration on July 
7, 1908. That Morris S. Siegel caused the defendant to be in- 
corporated in December, 1911, after the underwear manufac- 
tured by the plaintiff and its predecessor under its said trade- 
mark had become well-known to the trade and the purchasing 
public and had achieved great popularity, and said Siegel caused 
said name “Italian” to be incorporated in such corporate name 
of defendant with knowledge of plaintiff’s said trade-mark and of 
the good will established by plaintiff and its predecessor in con- 
nection therewith and with the design of benefiting thereby; 
that defendant has sold its entire output of underwear (except 
petticoats) under its name of “Italian Silk Underwear Co.,” and 
has packed its goods in similar boxes and attached printed tags 
identical in size and shape to those used by plaintiff and with 
similar directions thereon; that the use of the name of defend- 
ant and the use by it of its said boxes and labels are calculated 
and designed to cause the trade and the purchasing public to be- 
lieve that the defendant’s underwear is the underwear of plain- 
tiff’s manufacture, and confusion has been and will be created 
by defendant’s continued use thereof; and, as a conclusion of law. 
that the said trade-mark “Italian,” as applied to silk underwear 
is a valid trade-mark, is the property of the plaintiff, and plain- 
tiff is, as against the defendant, entitled to the exclusive use 
thereof, and that the defendant is engaging in unfair competi- 
tion with plaintiff. 

These findings are sustained by the evidence. The claim 
is made that “Italian” being a geographical word may not be 
appropriated as a trade-mark. I consider this, first, under the 
United States statutes, and second, under the principles of the 
common law as applied by the courts of this state. 

1. The original United States statute, the act of July 8, 1870, 
carried forward into secs. 4937 to 4947, U. S. revised statutes, 
providing for the registration of trade-marks and assuming 
to confer exclusive jurisdiction upon the federal courts in trade- 
mark cases, was declared unconstitutional by the supreme coiirt 
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of the United States in U. S. v. Steffens, 100 U. S., 82, that court 
saying : 


“The right to adopt and use a symbol or a device to distinguish the 
goods or property made or sold by the person whose mark it is, to the 
exclusion of use by all other persons, has been long recognized by the 
common law and the chancery courts of England and of this country, and 
by the statutes of some of the states. lt is a property right for the 
violation of which.damages may be recovered in an action at law, and 
the continued violation of it will be enjoined by a court of equity. * * * 
This exclusive right was not created by the act of congress, and does 
not now depend upon it for its enforcement. The whole system of trade- 
mark property and the civil remedies for its protection existed long 
anterior to that act, and have remained in full force since its passage.” 


Soon after this decision congress passed an act, approved 
March 3, 1881, U. S. St., 1881, c. 138, respecting trade-marks 
upon goods the subject of commerce with foreign nations and 
Indian tribes. This act, inter alia, provided, sec. 10: 


“Nothing in this act shall prevent, lessen, impeach, or avoid any 
remedy at law or in equity which any party aggrieved by any wrongful 
use of any trade-mark might have had if the provisions «6f this act 
had not been passed.” ’ 


In re Kessbey & Mattison Co., 160 U. S., 211, Mr. Justice 
Gray said: 


“That act, while conferring upon the courts of the United States in 
general terms jurisdiction over such suits, without regard to the amount 
in controversy, does not specify either the court or the district of the 
United States in which suit shall be brought, nor does it assume to take 
away or impair the jurisdiction which the courts of the several states 
always had over suits for infringement of trade-marks. This suit, then, 
assuming it to be maintainable under the act of 1881, is one in which the 
courts of the United States have jurisdiction concurrently with the courts 
of the several states.” 


In Smail v. Sanders, 118 Indiana, 105, the court said: 


“The state courts have jurisdiction to enjoin a party from infring- 
ing the trade-mark of a competitor. The act of congress assuming to 
confer exclusive jurisdiction upon the federal courts in trade-mark cases 
has been declared unconstitutional. * * * These decisions settle the 
question, and, beyond all doubt, settle it correctly, since congress has no 
more power to deprive the state courts of jurisdiction in trade-mark cases 
than it would have to deprive them of power to decide controversies 
concerning any other species of property. A trade-mark is not within 
the provisions of the federal constitution respecting copyrights and 
patents.” 
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Chapter 592 of the laws of 1905, approved February 20, 1905, 
Vol. 33, part 1, U. S. statutes at large, page 724, entitled “An act 
to authorize the registration of trade-marks used in commerce 
with foreign nations or among the several states or with Indian 
tribes, and to protect the same,” extended the trade-mark pro- 
visions to interstate commerce. It likewise contained the pro- 
visions of the act of 1881 above alluded to, sec. 23. In Traiser v. 
Doty Cigar Co., 198 Mass., 327, a bill in equity had been filed to 
restrain the defendants from infringing a trade-mark of the 
plaintiff. The defendants filed a plea to the jurisdiction, alleging 
that one of them had registered with the commissioner of patents 
of the United States a mark, in accordance with the act of 1905, 
and had received therefor a certificate of registration, and hence 
that exclusve jurisdiction of all matters pertaining to this trade- 
mark and its validity was vested in the courts of the United States. 
The supreme judicial court of Massachusetts said: 

“The question presented is whether, when one had registered 
a trade-mark under the federal statute, he is immune from litigation as 
to his title to the trade-mark so registered in the state courts, in cases 
where they would otherwise have jurisdiction.” 

After referring to the former acts of congress and to the 
cases thereunder, and to the similar provisions in the two acts, 
it concluded : 


Plainly, where all the parties to the suit are domiciled in this com- 
monwealth, our courts have jurisdiction to adjudicate, as to their re- 
spective rights, between the plaintiff of a registered or of an unregis- 
tered trade-mark and the defendant owner of a registered trade-mark 
who is charged with an infringement.” 


Section 5 of said act provides in part as follows: 


“Provided, that no mark which consists merely in the name of 
an individual, firm, corporation, or association, not written, printed, im- 
pressed, or woven in some particular or distinctive manner or in asso- 
ciation with a portrait of the individual, or merely in word or devices 
which are descriptive of the goods with which they are used, or of the 
character or quality of such goods, or merely a geographical name or 
term, shall be registered under the term of this act. * * * And pro- 
vided further, that nothing herein shall prevent the registration of any 
mark used by the applicant or his predecessor, or by those from whom 
title to the mark is derived, in commerce with foreign nations or among 
the several states, or with Indian tribes, which was in actual and ex- 
clusive use as a trade-mark of the applicant or his predecessors from 
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whom he derived title for ten years next preceding the passage of this 
act.” 


The said statute with particular reference to the ten-year 
clause was construed by the circuit court of appeals of this cir- 
cuit in Thaddeus Davids Co. v. Davids, 178 Fed., 801. Noyes, J., 
said: 


“The first question, then, is whether a name must be valid as a tech- 
nical trade-mark to come within the ten-year clause If this be so, the 
clause has no force or effect. Technical trade-marks are entitled to be 
registered under the act regardless of length of use. The owner of a 
valid comomn law trade-mark may register it any time, and he has no 
greater or less privilege on account of its long use. There is no necessity 
for thus construing the ten-year clause so as to render it ineffective. In 
our opinion there is a distinction between the words ‘mark’ and ‘trade- 
mark’ as used in the clause. It provides that nothing shall prevent the 
registration of any ‘mark’ used as a ‘trade-mark’ for more than ten 
years. The evident purpose is to permit the registration of marks not 
amounting to technical trade-marks, but which have been long used as 
such. * * * It would seem that congress in the ten-year clause recog- 
nized the principle, so often stated by the courts, that words which through 
association with products have acquired secondary meanings will be pro- 
tected, although not amounting to technical trade-marks, and intended 
to permit their registration under certain conditions. The act marks a 
mark actually and exclusively used the requisite period entitled to regis- 
tration as a trade-mark. And if it is entitled to registration it is en- 
titled to protection. We are unable to appreciate the distinction sought 
to be drawn by the defendant between the right to register a trade- 
mark and the right to protect it. * * * With respect to names, de- 
scriptive words, and geographical terms, we are of the opinion that the 
provision prevents their registration if they have been in use for less 
than ten years, but that the ten-year clause entitled them to registration 
if they have been actually and exclusively used for more than that period, 
before the passage of the act.” 


In Coca-Cola Co. v. Nashville Syrup Co., 200 Fed., 153, San- 
ford, J., said: 


“The effect of the proviso in section 5 of the act of 1905 was to make 
a name subject to registry as a valid trade-mark, through such prior use, 
even although the words were merely originally descriptive and not the 
subject of a valid trade-mark.” 


In N. T. Mackintosh Co. v. Flam, 198 Fed., 571, Holt, J., 


said: 


“Moreover, the evidence shows that it was used exclusively by 
the complainant more than ten years before registration, and therefore, 
the provisions of section 5, of the trade-mark act of 1905 * * * apply, 
that, in such a case, the fact that the term was originally descriptive does 
not prevent registration.” 
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And to the same effect are: Coca-Cola v. Deacon Co., 200 
Fed., 105; Coca-Cola Co. v. Am. Druggists, 200 Fed., 107; Am. 
Pencil Co. v. Gottlieb, 181 Fed., 178. 

It appearing that the plaintiff and its predecessor had ex- 
clusively used the mark here in question, although a geographical 
term, for more than ten years prior to its application for registra- 
tion, it was properly admitted to such registration, and the cer- 
tificate therefor having been duly issued it is entitled to protec- 
tion. 

2. It appears conclusively in the evidence that the word 
“Italian” as applied by the plaintiff to its goods has acquired a 
secondary or fanciful meaning, or, as is expressed by certain 
witnesses, who are buyers for large concerns, “It is a by-word.” 
It does not mean, and is not understood to mean by those selling 
or purchasing the goods, that the underwear marked by it was 
manufactured in Italy or by Italians, or that the silk of which the 
underwear is composed was produced in Italy or imported there- 
from. It is the evidence that no silk for the weaving or manu- 
facture of such underwear is brought to this country from Italy; 
that neither the plaintiff nor the defendant uses such silk in the 
manufacture of underwear produced and sold by either of them. 
The silk used by the plaintiff is Japan silk of a high quality; 
the underwear is woven by the method employed in the weaving 
of silk gloves, and is of high quality, and runs in price from 
$24 a dozen to $300 a dozen. The articles manufactured and sold 
by the defendant are produced from a lower grade of Japan silk 
and are sold from $11.50 a dozen to $100 a dozen. The plain- 
tiff manufactures and sells a cheaper grade of goods, but to these 
is never attached the mark “Italian,” which is reserved exclu- 
sively for articles manufactured from the best of Japan silk. That 
name is known to the trade and purchasing public as identifying 
the silk underwear as that manufactured by the plaintiff and as 
indicating its quality. 

In Newman v. Alvord, 51 N. Y., 189, the trade-mark claimed 
by plaintiff consisted of the use of the word “Akron” in desig- 
nating a cement manufactured by them near the village of Akron, 
Erie county, N. Y. They and their predecessors had used the 
word “Akron” as a trade-mark to designate the origin and quality 
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of their cement for over thirteen years before the commence- 
ment of the action. ‘The defendants manufactured a cement in 
Onondaga county, near Syracuse. They knew that the plaintiff 
had for years used the word “Akron“ as a trade-mark to desig- 
nate the origin and place of manufacturing their cement. They 
applied the word to designate their cement by calling it “Akron 
cement.” The court of appeals in affirming a decree granting a 
perpetual injunction, said: 


“The trade-mark must be used to indicate not the quality, but the 
origin or ownership of the article to which it is attached. It may be any 
sign, mark, symbol, word, or words, which others have not an equal 
right to employ for the same purpose. I can perceive no reason why it 
may not be the name of a place. * * * It is sometimes said, in the 
cases to which our attention has been called, that the claimant of a trade- 
mark must have the exclusive right to it. This form of expression, I 
apprehend, is not strictly accurate. The right must be exclusive as against 
the defendant. It is generally sufficient, in such cases, if the plaintiff has 
the right and the defendant has not the right to use it. The principle 
upon which the relief is granted is that the defendant shall not be per- 
mitted, by the adoption of a trade-mark which is untrue and deceptive, 
to sell his own goods as the goods of the plaintiff, thus injuring the 
plaintiff and defrauding the public. Here the plaintiffs had given a repu- 
tation to the Akron cement in market. They had always been its prin- 
cipal manufacturers and sellers, and, at the time of the commencement 
of the suit, the sole parties who could be injured by the fraudulent use 
of the trade-mark by the defendants, and, hence, they are clearly entitled 
to the protection which they seek.” 


The court expressly, in that case, reserved the question 
whether an injunction would lie against another manufacturer 
in the same Akron district who produced cement made from 
stone from the same quarries. It has been expressly held in Dela- 
ware & H. Canal Co. v. Clark, 13 Wall., 311; and Elgin National 
Watch Co. v. Illinois Watch Case Co., 179 U. S., 665: 


“That no one can apply the name of a district of country to a well- 
known article of commerce and obtain thereby such an exclusive right 
in the application as to prevent others inhabiting the district or dealing 
in similar articles coming from the district from truthfully using the 
same designation.” 


That principle, however, obviously does not apply to the 
case at bar, for neither of the parties deals in articles coming 
from Italy. But in the Elgin case. supra, the court also said: 


“But it is contended that the name ‘Elgin’ had acquired a secondary 
significance in connection with its use, by the appellant, and should not, 
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for that reason, be considered or treated as merely a geographical name. 
It is undoubtedly true that when such a secondary signification has been 
acquired, its use in that sense will be protected by restraining the use 
of the word by others in such a way as to amount to a fraud on the 
public, and on those to whose employment of it the special meaning has 
been attached. In other words, the manufacturer of particular goods is 
entitled to the reputation they have acquired, and the public is entitled 
to the means of distinguishing between those and other goods; and 
protection is accorded against unfair dealing, whether there be a technical 
trade-mark or not. The essence of the wrong consists in the sale of the 
goods of one manufacturer or vendor for those of another. * * *” 


In Reddaway v. Banham (1896), A. C., 199, * * * Lord 
Herschell, referring to /l’otherspoon v. Currie, L. R., 5 H. L., 
508, said: 


“The name ‘Glenfield’ had become associated with the starch manu- 
factured by the plaintiff, and the defendant, although he established his 
manufactory at Glenfield, was restrained from using that word in con- 
nection with his goods in such a way as to deceive. * * * Lord West- 
bury pointed out that the term ‘Glenfield’ had acquired in the trade a 
secondary signification different from its primary one, that in conuec- 
tion with the word starch it had come to mean starch which was the 
manufacture of the plaintiff.” 


Wotherspoon vy. Currie was also cited with approval in 
Newman vy. Alvord, supra. 
In Koehler v. Sanders, 122 N. Y., 65, the court said: 


“There are cases where the right to use a name to designate a product 
is so unqualifiedly exclusive that the right to the protection of its use 
against infringement by others, rests upon the ground that such use by 
them is an untrue or deceptive representation. This may be applicable 
to a geographical name designating a locality or district, and which has 
been adopted by one as a trade-mark and afterwards deceptively used 
by another upon similar articles.” 

In Fleischman v. Schuckman, 62 How. Pr., 92, it was held, 
Van Vorst, J., that “Vienna” may be exclusively appropriated 
for a trade-mark for a particular kind of bread, as it is a purely 
arbitrary designation and is in no manner descriptive either of 
the ingredients or quality of the article. The word “Alderny” 
may be exclusively appropriated as a trade-mark for oleomargar- 
ine as such is entirely arbitrary and in no respect descriptive 
of the article. Van Brunt, J., Lanfenny v. Wheeler, 63 How. 
Pr., 488. So the word “German,” when not used in a geo- 
graphical sense, being applied as an arbitrary name, may be ap- 
propriated as the name for sweet chocolate so as to make the 
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use of the word “Germania” as applied to sweet chocolate an in- 
fringement. Walter Baker & Co. v. Baker, 77 Fed., 181. 

This principle may be regarded as the ground for decision 
in the following cases in which geographical names have been 
protected as trade-marks. “Ethopian” for black cotton stock- 
ings (Hine v. Lart, 10 Jur., 106); “Indian Pond” and “Green 
Mountain” for scythe stones (A. F. Pike Mfg. Co. v. Cleveland 
Stone Co., 35 Fed., 896); “Quinnebog,” “Western Red End” 
and “Lake Huron” for scythe stones taken from quarries situ- 
ated at or near Grindstone City, Mich. (Cleveland Stone Co. v. 
Wallace, 52 Fed., 431); ‘“Taylor’s Persian Thread” for thread 
manufactured in England (Taylor v. Carpenter, 3 Story, 458, Cas. 
No. 13784; Taylor v. Taylor, 23 L. J. Ch. N. S., 255; Taylor 
v. Carpenter, 11 Paige, 292, affd. 2 Sandf. Ch., 603) ; “Turin,” 
“Sefton,” “Leopold” and “Liverpool” for patterns of cloths manu- 
factured at Huddersfield, Eng. (Hirst v. Dunham, L. R., 14 Eq., 
542). 

In a note to the decision in the Elgin National Watch Co. 
case, 179 U. S., 665, as reported in 45 Law. Ed., 365, 370, cita- > 
tions from the Official Gazette are given, showing that in the 
United States patent office geographical names were registered as 
trade-marks as wholly fanciful or arbitrary in their signification, 
as follows: “Dublin” for soap made in this country; “German 
Syrup” for a medical compound not a German product; “Dover” 
as applied to household goods manufactured by a Massachusetts 
corporation in its factory at Cambridge and its place of business 
at Boston. “Vienna” for flour manufactured at Pittsburgh; 
“Florentine” for rolled plate glass ; “Menlo Park” for time-keep- 
ing instruments made at Canton, Ohio. 

In International Cheese Co. v. Phoenix Cheese Co., 118 App. 
Div., 499, a manufacturer at Chester, N. Y., was upheld in his 
claims to the trade-name “Philadelphia Cream Cheese.” 

It seems to me that the plaintiff has clearly established, as 
against the defendant, an exclusive right to the word “Italian” 
in connection with the silk underwear manufactured by it, and 
that the defendant’s appropriation and use of the word in 1917, 
after plaintiff had made it valuavle by long years of use, by regis- 
tration in the patent office, and by buiiding up a large and success- 
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ful business, was a violation of plaintiff’s rights. The judgment 
appealed from should be affirmed with costs and disbursements 
to the respondent: 


All concur. 


COURT OF APPEALS OF THE DISTRICT OF COLUMBIA 
IN RE GorHAM MANUFACTURING COMPANY. 
(1908 O. G., 703.) 
December 2, 1913. 


1. TRADE-MARKS—EVIDENCE TO BE CONSIDERED. 

In determining whether a mark for solid and sterling silverware, 
which is alleged to be substantially identical with the hall-mark of the 
Birmingham assay office, is registrable the commissioner of patents 
properly considered certified copies of the British statutes and standard 
publications. 

2. ENctisH Hait-MArRKS—PuBLic INSIGNIA. 

A mark for solid and sterling silverware consisting of a lion 
passant inclosed in a hexagonal figure, an anchor within the outline 
of a shield, and the letter “G” inclosed in a hexagonal figure is prop- 
erly refused registration on the ground that this mark consists of or 
comprises insignia of Great Britain, and the registration is therefore 
forbidden by section 5 of the trade-mark act. 


fr. E. T. Fenwick and Mr. L. L. Morrill, for the appellant. 
Mr. W. S. Ruckman, for the commissioner of patents. 


SHEPARD, C. J—The Gorham Manufacturing Co. appeals 
from the refusal of registration of a trade-mark for solid and 
sterling silverware. 

The mark consists of the following emblems stamped upon 
the ware: a lion passant inclosed in a hexagonal figure; an an- 
chor within the outline of a shield ; and the letter “G” in Old Eng- 
lish type inclosed in a hexagonal figure. These are arranged in a 
row beginning with the lion and ending with the “G.” 

It appears that the British government protested against the 
registration because of its practical identity with the hall-mark 
of the Birmingham assay office. 

In support of its protest it furnished the commissioner of 
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patents with certified copies of British statutes from the time of 
Edward I to the reign of Queen Victoria, relating to the estab- 
lishment of a standard for sterling silver, of public assay offices 
for the certification thereof, and providing certain emblems to be 
stamped on the silver assayed. Certain publications were also 
presented which give the history of the English hall-marks and 
certain illustrations of the same. 

One of the errors assigned is the consideration by the com- 
missioner of the certified copies of the British statutes and the 
standard publications referred to. There was no error. Jn re 
Drawbaugh, 9 App. D. C., 219, 240, 257.) That was the case 
of an application for a patent; but the reasoning applies with 
equal force in the case of an application for the registration of a 
trade-mark. 

The history of the course of the application and the pro- 
ceedings in the patent office need not be related. A number of 
questions have been argued relating to the common-law right of 
applicant to the trade-mark, the question of deception, and others, 
which it is unnecessary to consider. 

Since A. D. 1300, British statutes have been in force regu- 
lating the standard of solid or sterling silver and providing certain 
public assay offices for testing the purity of silverware, and cer- 
tifying thereto. All ware tested at any of these offices must 
bear the official stamp which is the figure of a lion. Each office 
is distinguished by a particular emblem, which in the case of the 
Birmingham office is the anchor. In addition it must bear the 
stamp of certain letters indicating the year of the test. The let- 
ter “G” stands for A. D. 1831. The chief feature of the stamp 
is the figure of the lion that stands for sterling silver; the anchor 
and the date letter standing, respectively, for the office of assay 
and the year are of minor importance. The lion stamp assures 
every purchaser that the ware is sterling. 

The expediency of such marking is apparent. The stamped 
figures or emblems are official. 

Trade-marks were recognized by the common law and are 
acquired by use. Property therein and the right to exclusive use 
rests on the laws of the states. (Trade-Mark Cases, too U. S., 
82,92.) The trade-mark act of congress, approved February 20, 
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1905, merely permits registration of certain trade-marks used in 
foreign commierce, or among the several states, or with Indian 
tribes, under certain conditions. Registration under the act is 
declared prima facie evidence of ownership (sec. 10); and by 
complying with certain regulations as to filing in the*department 
of the treasury of the United States, foreign goods bearing the 
like mark or a simulation thereof may be denied entry at any 
custom-house of the United States. Whether a trade-mark of 
any description may be acquired as a right of property by the 
common law prevailing in any state of the Union presents a 
question with which we are not concerned in the present case. 
The question here is whether the trade-mark claimed by the ap- 
plicant is entitled to registration by the terms of the trade-mark 
act of congress. 

Section 5 of that act denies registration to any mark what- 
ever that— 


consists of or comprises the flag or coat-of-arms, or any simulation 
thereof, or other insignia of the United States, or any simulation thereof, 
or of any state or municipality, or of any foreign nation. 

If the mark is of the character described, its registration is 
prohibited, notwithstanding it may have been in use as a trade- 
mark for more than ten years next preceding the passage of the 
act. (in re Cahn, Belt & Co., 27 App. D. C., 173, 178; in re 
American Glue Co., id., 391; in re William Connors Paint Manu- 
facturing Co., id., 389.) In the first of those cases the mark was 
a simulation of the great seal of the state of Maryland; in the 
second it was a simulation of the great seal of the United States; 
and in the third it was a simulation of the seal of the department 
of justice. The marks were not simulations of the flag or coat- 
of-arms of either the state of Maryland, or the United States, 
but were a part of their insignia. Applying the doctrine of the 
cases cited the commissioner held that the mark in this case con- 
sisted of or comprised the insignia of Great Britain, and for that 
reason, among others, denied registration. 

We are of the opinion that he was right in this conclusion. 
The lion particularly is a part of the insignia of the British gov- 
ernment. It was adopted by statute as the mark of purity for all 
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silverware, and is the governmental certificate of sterling fine- 
ness. Insignia are distinguishing marks of authority, office, or 
honor. See Webster's New International Dictionary, where il- 
lustrations are given of the various emblems of the United States 
army, as ingignia. 

The official emblem of the British assay office is as much 
a part of that nation’s insignia as are these army emblems or the 
seals of the departmental offices of the United States. If neces- 
sary the language of the act should be given a liberal construction 
in aid of the sound public policy which it declares. 

The decision is affirmed; and this decision will be certified 
to the commissioner of patents. 


IN RE ONEIDA CoMMUNITY, LIMITED. 
December I, 1913. 


1. TRADE-MArRK—CIRCULAR FILM oF THE BACK oF A SPOON—REGISTRABILITY. 
A “circular or O shaped film having distinct edges on the back of 
the spoon bowl” is not registrable as a trade-mark for spoons, since 
it is substantially the same as the construction shown in an expired pat- 
ent. 
FUNCTIONAL FEATURE oF A DevICE—REGISTRABILITY. 
Regardless of any patent, this alleged trade-mark should not be 
registered, for no functional feature of a device is a proper subject for 
trade-mark registration. (Herz v. Lowenstein, 40 App. D. C., 277.) 


~~ =e e* 


to 


For the opinion of the commissioner of patents, see Re- 


porter, Vol. 3, p. 248. 


Mr. H. L. Duncan, for the appellant. 
Mr. R. F. Whitehead, for the commissioner of patents. 


Ross, J.—This appeal is from a decision of the commissioner 
of patents refusing to register, as a trade-mark for spoons, a— 


circular or O shaped film having distinct edges on the back of the spoon 
bowl. 

Obviously, as ruled by the patent office, this is an attempt, 
under. the guise of trade-mark registration, to obtain a monopoly 
of a functional feature of an article of manufacture. The patent 
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THE QUAKER OATS CO. V. MOTHER’S MACARONI CO. 73 
to Blackman, No. 70,156, dated October 29, 1867, long since ex- 
pired, covered a means to prevent the wearing off of the precious 
metal from the contact-points of a spoon by placing thereon an 
extra film of precious metal. In other words, there is no sub- 
stantial difference between the “extra film of precious metal” 
placed on the back of the spoon at the point of contact by Black- 
man and the “substantially circular or O shaped film” on the 
back of appellant’s spoon. A monopoly may not be revived in 
this way. (Edna Smelting Co., 30 App. D. C., 487; Singer Mfg. 
Co. v. June Mfg. Co., 163 U. S., 169.) Regardless of the patent 
to Blackman, this alleged trade-mark should not be registered, for 
clearly no functional feature of a device is a proper Subject for 
trade-mark registration. (Herz v. Lowenstein, 40 App. D. C., 
277-) 
Decision affirmed. 


THE QUAKER Oats Company v. MoTHEr’s MACARONI CoMPANY. 
December 1, 1913. 


Goops oF SAME DeEscrIPTrivE ProPERTIES—“BREAKFAST CEREALS” AND 
“MACARONI, SPAGHETTI, AND VERMICELLI.” 
Macaroni, spaghetti, and vermicelli are not goods of the same 
descriptive properties as breakfast cereals. 
Mr. F. M. Phelps, for the appellant. 
Mr. F. A. Whiteley, for the appellee. 


Ross, J.—Appeal from a decision of the patent office dis- 
missing the opposition of appellant to the registration to appellee 
of the word “Mothers” as a trade-mark for macaroni, spaghetti, 
and vermicelli. 

The opposer is an extensive manufacturer of breakfast 
cereals of various kinds, which it sells under a similar mark. In 
the decision of the first assistant commissioner of patents, from 
which this appeal was taken, the facts and the law are so com- 
prehensively and satisfactorily reviewed that we are quite content 
to adopt it here. It may conduce to a better understanding of the 
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silverware, and is the governmental certificate of sterling fine- 
ness. Insignia are distinguishing marks of authority, office, or 
honor. See Webster's New International Dictionary, where il- 
lustrations are given of the various emblems of the United States 
army, as ingignia. 

The official emblem of the British assay office is as much 
a part of that nation’s insignia as are these army emblems or the 
seals of the departmental offices of the United States. If neces- 
sary the language of the act should be given a liberal construction 
in aid of the sound public policy which it declares. 

The decision is affirmed; and this decision will be certified 
to the commissioner of patents. 


IN RE ONEIDA COMMUNITY, LIMITED. 
December I, 1913. 


1. TRADE-MARK—CIRCULAR FILM oF THE BACK oF A SPOON—REGISTRABILITY. 
A “circular or O shaped film having distinct edges on the back of 
the spoon bowl” is not registrable as a trade-mark for spoons, since 
it is substantially the same as the construction shown in an expired pat- 
ent. 
FUNCTIONAL FEATURE OF A DrvICE—REGISTRABILITY. 
Regardless of any patent, this alleged trade-mark should not be 
registered, for no functional feature of a device is a proper subject for 
trade-mark registration. (Herz v. Lowenstein, 40 App. D. C., 277.) 


to 


For the opinion of the commissioner of patents, see Re- 
porter, Vol. 3, p. 248. 


Mr. H. L. Duncan, for the appellant. 
Mr. R. F. Whitehead, for the commissioner of patents. 


Ross, J.—This appeal is from a decision of the commissioner 
of patents refusing to register, as a trade-mark for spoons, a 





circular or O shaped film having distinct edges on the back of the spoon 
bowl. 

Obviously, as ruled by the patent office, this is an attempt, 
under. the guise of trade-mark registration, to obtain a monopoly 
of a functional feature of an article of manufacture. The patent 
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THE QUAKER OATS CO. V. MOTHER’S MACARONI CO. 73 
to Blackman, No. 70,156, dated October 29, 1867, long since ex- 
pired, covered a means to prevent the wearing off of the precious 
metal from the contact-points of a spoon by placing thereon an 
extra film of precious metal. In other words, there is no sub- 
stantial difference between the “extra film of precious ‘metal’ 
placed on the back of the spoon at the point of contact by Black- 
man and the “substantially circular or O shaped film” on the 
back of appellant’s spoon. A monopoly may not be revived in 
this way. (Edna Smelting Co., 30 App. D. C., 487; Singer Mfg. 
Co. v. June Mfg. Co., 163 U. S., 169.) Regardless of the patent 
to Blackman, this alleged trade-mark should not be registered, for 
clearly no functional feature of a device is a proper subject for 
trade-mark registration. (Hers v. Lowenstein, 40 App. D. C., 
277:, 
Decision affirmed. 


THE QuAKER Oats ComPpANy v. MorHer’s MAcARONI CoMPANY. 
December 1, 1913. 


Goops oF SAME Descriptive PropertrES—“BREAKFAST CEREALS” AND 
“MACARONI, SPAGHETTI, AND VERMICELLI.” 
Macaroni, spaghetti, and vermicelli are not goods of the same 
descriptive properties as breakfast cereals. 
Mr. F. M. Phelps, for the appellant. 
Mr. F. A. Whiteley, for the appellee. 


Ross, J—Appeal from a decision of the patent office dis- 
missing the opposition of appellant to the registration to appellee 
of the word “Mothers” as a trade-mark for macaroni, spaghetti, 
and vermicelli. 

The opposer is an extensive manufacturer of breakfast 
cereals of various kinds, which it sells under a similar mark. In 
the decision of the first assistant commissioner of patents, from 
which this appeal was taken, the facts and the law are so com- 
prehensively and satisfactorily reviewed that we are quite content 
to adopt it here. It may conduce to a better understanding of the 
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case if we reproduce a few paragraphs of the opinion, as fol- 
lows: 











































There is also in the brief (of opposer) extended discussion of 
methods of manufacture and chemical analysis of the goods of the op- 
poser and applicant, but it is evident that these have no bearing upon 
the question here involved, which is whether the ordinary purchaser 

would be deceived by seeing the word “Mother’s” upon applicant’s | 
products into believing that they were the products of the opposer. The 
ordinary purchasers of breakfast foods and macaroni would not discrimi- 
nate in the purchase of goods according to methods of manufacture | 
or chemical formulae. 

It has been the uniform practice of this Office to regard cereal | 
breakfast foods as constituting a distinct class of goods and there is 
nothing adduced by this record which would justify any different hold- 
ing. It may be that on some occasions by some people macaroni is 
eaten for breakfast, but this fact of itself would not constitute ground 
for holding macaroni to be goods of the same descriptive properties 
as toasted corn flakes any more than the well known fact that in cer- 
tain parts of the United States pie is eaten for breakfast would constitute 
ground for making such a holding with reference to pie and oatmeal. The 
uses of cereal breakfast foods and macaroni, vermicelli and spaghetti are 
well known and it is not believed that any confusion would result 
by the use of the applicant’s mark upon the latter, due to the fact that 
opposer had used the same mark upon the former prior to the adoption 
and use of it by applicant. 

There is no testimony in this case that any manufacturer of break- 
fast foods has also manufactured macaroni, vermicelli or spaghetti. 

I know of no case and have been referred to none by the opposer in 
which a defendant has been restrained from the use of a mark where its 
goods are as far removed from those of the plaintiff as in the present 
case, nor of any case where, under such circumstances, an opposition has 
been sustained. 


For reasons stated in the opinion of the assistant commis- 
sioner, we affirm the decision. 


COMMISSIONER OF PATENTS 
EX PARTE, THe U. S. CEREAL COMPANY. 
(197 O. G., 780.) 
December 5, 1913. 
DESCRIPTIVE TERM—“BuTTER-WHEAT” FoR A CEREAL Foon. 
The words “Butter-Wheat” as applied to a cereal food are not 
descriptive and registrable. 


Mr. E. G. Siggers, for the applicant. 


Newton, Assistant Commissioner.—This is an appeal from 
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BLACK BETSEY COAL & MINING CO. V. THE W. J. HAMILTON CO. 75 
the refusal of the examiner of trade-marks to register the words 
“Butter-Wheat” as a trade-mark for a cereal food. 

Registration has been refused on the ground that these 
words are descriptive in character of the goods that they identify. 

It has not been pointed out how the words suggest or convey 
any meaning such as would preclude their registration. The 
words are not now in common use to describe any property or 
quality of a cereal food. It is not apparent how any one wish- 
ing to describe any such property or quality would make use of 
these words for such purpose or to convey any deceptive idea 
concerning cereal food. 

The office has previously registered the words “Cream of 
Wheat.” (See ex parte, Cream of Wheat Company, 62 MS. Dec., 
333; 9 Gour., 74-1.) 

To grant this company a prima facie right to the exclusive 
use of these words would take nothing from the manufacturers or 
sellers of cereal foods, and the decision of the examiner of trade- 
marks must therefore be reversed. 





Biack Betsey Coat & MINING Company v. THe W. J. HaAmit- 
TON Coat CoMPANY. 


(197 O. G., 908.) 


December 15, 1913. 


1. INTERFERENCES—ReEs ADJUDICATA. 

When an interference between an applicant and a registrant is 
decided adversely to the applicant who files thereafter a petition for 
the cancelation of the registration, the application for cancelation 
should be dismissed, since the judgment in the interference was con- 
clusive of every question that might have been presented therein. 

2. CANCELATION—ActT oF 1881. 

A trade-mark registered under the act of 1881, may be canceled 

under the act of 1905. 


Mr. Edward S. Duvall, Jr., for Black Betsey Coal & Min- 
ing Company. 
The W. J. Hamilton Coal Company pro se. 


Ew1nc, Commissioner.—This is an appeal by the Black 
Betsey Coal & Mining Company from the decision of the exam- 











70 THE TRADE-MARK REPORTER 


iner of interferences dismissing its application for cancelation. 

The parties to this cancellation proceeding were parties to 
an interference proceeding, No. 32,697, in which the same ques- 
tion was involved as is involved in this cancellation proceeding 
and in which judgment was rendered against the Black Betsey 
Coal & Mining Company under date of April 17, 1912, as fol- 
lows: 


The date set for final hearing in this case having passed and the 
Black Betsey Coal & Mining Company, the junior party, having failed 
to file any testimony within the time allowed for that purpose, it is 
hereby adjudged that the Black Betsey Coal & Mining Company is not 
entitled to register the trade-mark in issue. 

As no appeal was taken, this decision became final May 
7, 1912. Therefore this cancellation proceeding must be dis- 
missed under the doctrine of Bluthenthal & Bickart v. Bigbie 
Bros. & Co. (143 O. G., 1346; 33 App. D. C., 209). 

I do not sustain the examiner of interferences in dismissing 
the application for cancellation on the authority of Funke v. 
Baldwin (127 O. G., 392), as I see no reason why section 13 of 
the trade-mark act of 1905 should not be held to apply to trade- 
marks registered under the earlier act. Section 13 does not alter 
in any way the right of a registrant to his trade-mark, but merely 
provides a new remedy in case a trade-mark is registered by a 
party who never had or who has abandoned any right thereto. 

The language in section 13 is broad enough to cover regis- 
trations under the earlier act, and there is no reason for limiting 
its plain meaning. The registrations confer the privilege of suing 
in a particular court and may be used to make out a prima facie 
case of ownership. Where no fundamental right exists this privi- 
lege and advantage should not be enjoyed, and the legislature 
may properly provide a method of cancelling the registrations. 

The examiner of interferences is sustained. 


NATIONAL WATER CoMPANY v. THE AKRON BREWING CoMPANY. 
(197 O. G., 990.) 


October 21, 1913. 


OpposITION—AMENDMENT OF NOTICE. 
A notice of opposition can not be amended, after the expiration 
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of the thirty days provided by the statute, so as to set up a different 
cause of action. 

Where a certificate of registration is cited-in a notice of opposi- 
tion, it carries with it all that is disclosed in the certificate. The sub- 
stance of the notice of opposition would not be altered by an amend- 
ment specifying the general class of merchandise under which the par- 
ticular description of goods set out in the certificate of registration 
falls. 

Messrs. Oudin, Kildreth & Schackno, for National Water 
Company. 
Mr. Clarence E. Humphrey and Mr. A. M. Wilson, for The 


Akron Brewing Company. 


FRAZIER, First Assistant Commissioner.—This is a petition 
by the National Water Company for a review of that part of 
the decision of the examiner of interferences dismissing the 
petitioner’s motion to amend its notice of opposition. 

In the decision of the examiner of interferences, dated Sep- 
tember 19, 1913, after stating the facts presented for his decision, 
it is said: 


* * * The motion to dismiss will therefore be considered as di- 


rected first to the original notice, and should that be found defective 
but capable of amendment, then to the amended notice. 

The examiner here clearly recognizes that in certain cases 
the right of amendment to an opposition exists, such right to be 
restricted to those cases in which the notice of opposition, legally 
sufficient in subject-matter, has defects capable of amendment. 

The examiner further held: 

The chief ground upon which the motion to dismiss is based is that 
beer and natural spring waters or mineral waters are not goods of the 
same descriptive properties. If this contention is sound, it will finally 
dispose of the case, since after the thirty days provided by the statute, 
the notice of opposition may not be amended to set up goods other than 
those alleged in the original notice of opposition. 

In other words, the examiner of interferences properly held 
that if the cause of action embodied in the notice of opposition be 
not legally sufficient to sustain the opposition a different cause 
of action could not be set up in opposition after the expiration 
of the thirty days provided by the statute, a holding which can 
not be successfully disputed. After full consideration of the 
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merits of the original opposition the examiner of interferences 
concludes : 


In view of the decisions which have been cited, it is considered that 
beer and water should not be regarded as “merchandise of the same 
descriptive properties,” and that the notice of opposition should be dis- 
missed. 

In his further treatment of the amended notice of opposition 
he said: 

Since the original notice of opposition has been held insufficient as a 
basis for further proceedings for reasons which it is considered can not 
be corrected by amendment, the pending motion to amend is dismissed 
without consideration on its merits, and the decision herein rendered is 
final, subject to appeal. 

In a supplemental letter, filed after the hearing with the 
consent of the attorney for the applicant, the attorney for the 
opposer calls attention to the fact that certificate of registration 
No. 11,830 was not set forth in the original notice of opposition, 
but is included in the amended notice, and that in the original 
notice of opposition certificate of registration No. 45,543 was 
stated as having been obtained for mineral waters, whereas the 
amended notice of opposition states that it is applied to beverages. 


The opposer appears to regard this as important in view of 
the fact that in the decision of the examiner he states that the 
two registrations on which profert was made alleged in each 
case that the mark is used on mineral waters. There might pos- 
sibly be some force in this contention, whatever may be said 
as to its effect on this petition, were it not for the fact that this 
office can and will take judicial notice of its own records. 


Exercising that right and duty, it is observed that certificate 
No. 11,830 defines the particular description of the goods as 
mineral waters. Its inclusion, therefore, would be merely cumula- 
tive. It would not change the cause of action in the original no- 
tice. Standing alone, but for the conclusion reached by the ex- 
aminer of interferences it might have been admitted as an amend- 
ment to the original notice of opposition. 


Similarly, certificate of registration No. 45,543 is found not 
to change the particular description of goods which are set 


forth in that certificate as “mineral waters.” The amendment 
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merely adds the class of merchandise under which the particu- 
lar description of goods falls. Its citation in the original notice 
carries with it all that is disclosed in that certificate; but to add 
“beverages” as the class of merchandise does not alter the sub- 
stance of the notice of opposition. Its admission, therefore, could 
serve no useful purpose. 

If it be sought to establish “beverages” as goods of the same 
descriptive properties as the goods of the applicant, which the 
examiner has found to be of different descriptive properties from 
mineral waters, that proposition would not alter the reasons of 
the examiner for dismissing the opposition. It may be said in 
this connection that the particular description of goods for which 
certificate No. 45,543 was registered is not beverages, but min- 
eral waters. The scope of that trade-mark can not be extended, 
as the opposer appears to think he may. (Keystone Chamois 
Company, tor O. G., 3109, and B. Fischer & Co. v. A. F. Beck- 
mann & Co., 149 O. G., 1120). 

As the original notice was held not legally sufficient to sus- 
tain the opposition, it follows that the examiner was correct in 
dismissing the amended notice of opposition for the reasons stated 
in his decision, the merits of which can not be considered on this 
petition. 

Finding no abuse of discretion and no reason for interfering 
with the examiner’s decision in the matter, I am compelled to 
dismiss this petition. 

Proceedings will be resumed. 

The limit of appeal from the examiner’s decision is set to 
expire October 30, 1913. 


EX PARTE, THE Curtis PUBLISHING COMPANY. 
(197 O. G., 1000.) 
December I1, 1913. 
MERCHANDISE—PUBLICATIONS DISTRIBUTED FREE. 
A publication which is distributed free for advertising purposes 


constitutes merchandise within the meaning of the trade-mark act and 
a mark used on such publications to be registrable. 


Newton, Assistant Commissioner.—This is an appeal from 
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the refusal of the examiner of trade-marks to register the words 
“The Swastika” as a trade-mark for a periodical. 

The ground of the examiner’s rejection seems to be that a 
publication or magazine that is to be distributed free for ad- 
vertising purposes is not merchandise within the meaning of sec- 
tions 1 and 2 of the trade-mark act. 

But on inspection of the sample copies of the publication 
it is found that they contain besides advertising-matter certain 
matter of a literary character. They appear, however, to be 
distributed freely and mainly for advertising purposes. 

It has been the custom for the past twenty-five years, at 
least, to register the names of magazines as trade-marks. Indeed, 
the applicant has specified two magazines, one denominated 
“Thrift,” registration No. 68,523, and another for printed pamph- 
lets and circulars, given away to advertise religious movements 
by the “Brotherhood of Disciples of Christ,” No. 81,850, May 
16, 1911, and upon an inspection of these last-mentioned pamph- 
lets it is not seen why the present applicant’s trade-mark does 
not identify “merchandise” as that term is used in the trade-mark 
statutes if the marks on the other publications do. Indeed, 
whether a magazine periodically issued, containing only advertise- 
ments and given away free, should be distinguished under the 
trade-mark statute from the ordinary magazine is doubtful, and 
in the present instance, even though the magazine is distributed 
freely, the publishers undoubtedly expect in some way to get a 
return. They do not pretend to publish this magazine 
gratuitously, and it is thought that the office should be liberal 
rather than restrictive in its interpretation of what publications 
are held as merchandise under the trade-mark statute, and the 
decision of the examiner of trade-marks is overruled. 


EX PARTE, WILLIAM R. Moore Dry Goops ComMPANY. 
(197 O. G., 780.) 
November 5, 1013. 


1. Goons OF THE SAME DFscrRIPTIVE PROPERTIES—“FLANNELS” AND “MIXED 
SirK AND Corron Goons.” 
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Flannels and mixed silk and cotton goods are goods of the same 
descriptive properties. 
2. CONFLICTING MAKE—“ADoRNA” AND “AporA.” 
The word “Adorna” nearly resembles the prior registered mark 
“Adora” that their use upon goods of the same descriptive properties 
would tend to confuse or mislead the public. 


Messrs. Goepel & Goepel, for the applicant. 

FRAZIER, First Assistant Commissioner.—This is an appeal 
from a decision of the examiner of trade-marks refusing regis- 
tration of the word “Adorna” as a trade-mark for flannels. 

The examiner has refused the registration of this mark on 


reference to registered trade-mark No. 73,061, “Adora,” for 


piece goods of mixed silk and cotton. 

Applicant contends, first, that the goods are not of the same 
descriptive properties, and, second, that the two marks are not 
sufficiently alike to come within the inhibition of the statute 
against the registration of trade-marks that would tend to con- 
fuse or mislead the public because of close similarity between 
the two marks. 

Both the appearance and sound of the two words are so 
nearly the same as to tend to cause confusion. The examiner’s 
holding, therefore, that the registered trade-mark sufficiently re- 
sembles the applicant’s trade-mark to prohibit the registration of 
the latter is, in my judgment, correct. 

If the goods on which the registered trade-mark is used are 
of substantially the same descriptive properties as applicant’s 
goods, the action of the examiner in refusing registration must 
be sustained. 

In this case it is believed that the two goods, though not 
exactly alike, are sufficiently near to give or tend to give the 
impression to the average purchaser that the mark appearing on 
either indicates the same origin for the goods. This tendency, 
once established, is sufficient to bring this case within the spirit 
of the statute of February 20, 1905. (Jackson Company v. 
Rogers & Thompson, 174 O. G., 1025.) 

Accordingly it must be held that the examiner’s action in 
refusing registration is correct and is therefore affirmed. 
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THE REYNoLDs & REYNOLDs Company v. J. C. BLarrR CoMPANY. 
(199 O. G., 308.) 


January 6, 1914. 






INTERFERE NCE—PRIORITY—ABANDON MENT. 
Where it appears that R. & R. began the use of the mark prior to 
B and that from the time of adoption thereof sold tablets bearing the 
mark or kept such tablets in stock or kept on hand the plates for 
marking paper with this trade-mark and supplied the tablets whenever 
called for by customers, the mark had not been abandoned and priority 
was properly awarded to R. & R. 
Mr. Horace L. Beall, for The Reynolds & Reynolds Com- 
pany. 
Messrs. A. C. Fraser & Usina and Messrs. Fraser, Turk 
& Myers, for J. C. Blair Company. 


Newron, Assistant Commissioner.—This is an appeal from 
a decision of the examiner of interferences awarding priority of 
use of the trade-mark “White House,” for writing paper, to The 
Reynolds & Reynolds Company. 

There were formerly four parties to this interference; but 
since the J. C. Blair Company alone has appealed from the de- 
cision of the examiner of interferences the interference is a con- 
test now between the J. C. Blair Company and The Reynolds & 
Reynolds Company. 

The proofs of the J. C. Blair Company are very definite, 
satisfactory, and conclusive that the Blair Company adopted the 
“White House” trade-mark in the spring of 1901 and has used 
the mark continuously ever since. Their testimony on pages 43 
to 47, 69, 70, 76, and 77 of their record shows this continuous 
use not only in domestic but in interstate commerce. 


The proofs of The Reynolds & Reynolds Company are not 
so definite or satisfactory. Indeed, the main point of attack by 
the Blair Company now is that The Reynolds & Reynolds Com- 
pany have abandoned their mark. 


It can not be seriously questioned but that The Reynolds & 
Reynolds Company began the use of the mark some time before 
the Blair Company began its use of it. The Reynolds & Reynolds 
Company’s exhibit catalogues for the years 1890 and 1893 and 
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several of its witnesses show that The Reynolds & Reynolds Com- 
pany kept “White House” tablets for sale during those years. 
The main question to decide is whether they have proven con- 
tinuous use since the Blair Company began using the mark or 
have proven facts which negative the theory of abandonment 
of the mark. 


The following excerpts from their proofs are taken as ex- 
amples of the whole: 

Whitmore, employed by The Reynolds & Reynolds Company 
for thirty-seven years, testifies: 


Q 8. How long, to your knowledge, has the Reynolds & Reynolds 
Company used the trade-mark “White House” and representation of the 
White House? 

A. About 22 years, as near as I can recall. 

Q. 9. Then, as near as you recall, the company has used this trade- 
mark since about the year 1890? 

Objected to as leading. 

A. About 1890 or 1892. 


Stolz, the secretary and treasurer of The Reynolds & Rey- 
nolds Company, testifies : 


Q 25. Between the years 1893 and the year 1908, did your company 
continue to use the trade-mark shown in catalogue “Exhibit B”? 

A. Yes, to the best of my ability (knowledge). 

Q 26. Do you know that ever between the vears 1893 and 1908, the 
company discontinued the use of the trade-mark shown in catalogue 
“Exhibit B”? 

A. No. 

* * * * * 
© 31. Has the trade-mark “Exhibit A” been used continuously since 
? 


A. No. 

Q 32. Did you use it in 1909? 

A. Yes, sir. 

Q 33. Did you use it in 1910? 

A. Yes, sir. 

Q 34. Did you use it in 1911? 

A. Yes, sir, on an assortment line of tablets. 

Q 35. Are you ysing it now? 

A. Have not put it on any tablets in 1912, up to the present time. 


Q 36. Do you intend to fill orders for this line of goods? 
A. Yes. 
* 


1908 


” 7 x * 

XQ 61. In 1910 and 1911, did sales of White House tablets show 
a falling off? 

A. Yes, over the year 1908 and 19009. 


XQ 62. About what were your sales of White House tablets in 1907? 
A. About $30,000. 
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XQ 63. About what were the sales of White House tablets in 1908 
and 1909 respectively? 
A. 1908 about 2,000. 


Edwin S. Reynolds, vice-president and general manager of 
The Reynolds & Reynolds Company, testifies: 


Q 11. Did your company ever, so far as you are aware, discontinue 
the use of the trade-mark “White House” for any length of time? 

A. We have never considered it as a discarded design. 

* ok a * * 

XQ 19. Are you personally aware of the use of the “White House” 
trade-mark, on tablets, in each and every year, from 1892 to IQII, in- 
clusive? 

A. Since the adoption of the White House design, this particular 
tablet has been subject to sale continuously. 

XQ 20. Is it your personal knowledge that besides being subject to 
sale, tablets bearing the “White House” trade-mark have been used and 
sold in the period mentioned ? 

A. They have been sold whenever ordered. 
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I can not come to the conclusion urged by the Blair Com- 
pany that these proofs show or even indicate abandonment of 
this mark by The Reynolds & Reynolds Company. These wit- 
nesses impress me as desirous of telling the exact truth and are 
guarded and careful in their statements and convince me that the 
truth about the use of the mark by The Reynolds & Reynolds 
Company is that it actually sold paper tablets or kept the paper 
tablets carrying the “White House” mark in stock most, if not 
all, of the time intervening between 1890 and the date of taking 
this testimony, or if there ever was a time when the sale was 
temporarily discontinued or the paper was not kept in stock with 
the mark on it the plates, etc., for marking the paper with this 
trade-mark were kept on hand and whenever a customer called 
for paper with this mark or brand it was supplied by him by The 
Reynolds & Reynolds Company. 

I can not conclude from this state of facts that Reynolds & 
Reynolds have ever abandoned the use of this trade-mark, and 
if there has been no abandonment priority should clearly be 
awarded to The Reynolds & Reynolds Company. 

The decision of the examiner of interferences is therefore 
affirmed. 
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EX PARTE, SEACOAST CANNING CO. $5 
EX PARTE, SEACOAST CANNING Co. 
December 26, 1913. 


GEOGRAPHICAL TERM—“ARAB” FOR SARDINES. 


The word “Arab” is not geographical and is properly registrable 
as a trade-mark for sardines. 


Mr. Samuel T. D. Jones, for the applicant. 


FRAZIER, First Assistant Commissioner.—This is an appeal 
from the refusal of the examiner of trade-marks to register a 
mark comprising the representation of an Arab upon a horse in 
a desert scene, surmounted by the word “Arab.” 

The refusal is based upon the ground that the word “Arab” 
is a geographical term and should either be removed from the 
drawing or disclaimed. The examiner cites in support of his 
action a recent decision—ex parte, U. H. Dudley & Company 
(191 O. G., 586)—refusing registration of the word “Arab,” ap- 
plied to dates, as either a descriptive term or misdescriptive. That 
decision, it is observed, does not hold the term “Arab” as a geo- 
graphical term. Nor is it believed that such a holding in this case 
is correct. Applicant contends that instead of being geographical 
the word “Arab,” in its primary sense, refers merely to a race 
of people, a typical representative of which appears in the pic- 
ture. 


The Standard Dictionary defines the word as— 


a member of the Arabic division of the Semitic race sprung from Arabia 


. and since the rise of Mohammedanism scattered in Europe, Asia and 


Africa. 


The Century Dictionary contains a similar definition of the 
word as— 


a native of Arabia or a member of the Arabic race now widely separated 
in Asia and Africa and formerly in southern Europe. 

It is observed under these definitions that the primary sense 
of the word does not locate the race in Arabia, but scatters it 
through parts of several continents. Nor is the word, in its 
ordinary meaning, the name of the country or any portion thereof. 


It is noted that the word “Yankee” has been registered re- 
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cently—No. 89,2605, December 3, 1912; No. 92,794, July 29, 1913, 
and No. 93,342, September 9, 1913, and the words “Red Turk,” 
No. 83,379, September 10, 1912. 

All of these words, in my judgment, stand upon the same 
or similar basis as the word “Arab,” and hence are free from 
the objection as geographical. ‘The same treatment should be 
accorded to this word as to the enumerated registered words as 
trade-marks. 

Furthermore, the goods to which the word “Arab” is ap- 
plied—‘sardines’—are not, so far as ascertained, the subject of 
manufacture in Arabia, but an importation from other countries 
into that country. No one could, therefore, be deceived into the 
belief that the origin of these goods is anywhere in Arabia. The 
word, therefore, is neither descriptive nor deceptive, but fanci- 
ful. In the case cited, however—U. H. Dudley & Company, 
are a well-known 
product of that country. This is thought to be sufficient to dis- 





supra—the goods there in question—‘dates”’ 


tinguish the word “Arab,” as here applied, from its application 
in that case. 

It appears that the mark was once published in the Official 
Gazette of October 20, 1912, and, so far as the record discloses, 
no opposition to its use was developed. 

The decision of the examiner of trade-marks is reversed. 





EX PARTE, BoycE, WHEELER & Boyce. 
January 6, I9r4. 


Descriptive TERMS—“‘CumrFy-Cur” For Knit UNDERWEAR. 

The words “Cumfy-Cut” are not descriptive as applied to knit 
underwear, and are registrable. 

The rule should be that if the right to exclusive use of these 
words leaves open to everybody else all words useful in describing 
any quality or property appertaining to this particular class of goods, 
the words are not descriptive. 


Messrs. Philipp, Sawyer, Rice & Kennedy, for the applicants. 
NeEwrTon, Assistant Commissioner.—This is an appeal from 


a decision of the examiner of trade-marks refusing to register 
“Cumfy-Cut” as a trade-mark for knit undershirts, etc. 


; 
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There are good authorities cited by the applicants for allow- 
ing the registration of these words for this class of goods and 
probably equally as good authorities cited by the examiner for re- 
fusing their registration. 

To my mind the rule should be that if the exclusive use of 
these words leaves open to everybody else all words useful in 
describing any quality or property appertaining to this particular 
class of goods the words in question should be registered, or, 
to put it as the courts have so often expressed it: 


No one has a right to appropriate a word or phrase which from 
the nature of the fact it is used to signify, others may employ with equal 
truth, and therefore have an equal right to employ for the same purpose. 

I can not conceive of any one ever attempting to describe any 
property, quality, or composition of knit underwear by the words 
“Cumfy-Cut.” I do not believe that the exclusive use of “Cumfy- 
Cut” will take away from the public any words which they would 
need or could use in describing their knit underwear, and for 
this reason the words may be registered. 

The decision of the examiner of trade-marks is reversed. 





